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Abstract

Recent changes in copyright and patent law
suggest that in addition to the traditional intel-
lectual property opportunities provided to sport
and physical activity professionals and partici-
pants, rights can be extended to athletes’ per-
Jormance, unique skill execution, and image and
to coaches’ plays, strategies, and instructional
manuals.  Legislation defining these potential
new rights are the Sonny Bono and Digital
Millennium Acts. Case law involving these rights
include Tasini, Ryan, O P Solutions, NBA, NFL,
Curtis,  Minster ~ Communications, Nike,
Antonious, State Street Bank and Trust, Zurko,
Pfaff and others. The writings of Kunstadt and
Smith, also reviewed, provide insight into the
application of the legislation and case law.

Introduction

Sport is one of our nation’s major industries.
One has only to observe television, magazines,
roadside billboards, and the internet to learn of
the extent to which sport and physical activity
have captured the public’s attention. In an effort
to be competitive, successful sport managers are
using state of the art business information.
Copyright and patent laws and court decisions
are among the state of the art business informa-
tion essential to success in the sport industry.

Copyright and patent laws are intellectual

property rights granted to those engaging in mar-
ket- place competition. The products protected
under these laws are treated as personal property;
thus, they can be sold, licensed, or given away.
Today, patent portfolios are considered business
assets and are listed as such on the balance sheets
of many corporations.

Copyright Law

For many of us, our first encounter with
copyright law was the notice above the photo-
copy machine telling us what could and could not
be copied. Then we became aware of statements
in books and in the credits of television programs
about copyright policy. These statements warned
us about knowingly or unknowingly taking the
copyright of another and the problems associated
with such actions. Copyright law was recently
described by Biederman (1999) as, “a relatively
laconic statute which, at times, seems to have
been put together by Lewis Carroll with an assist
from Stephen King” (p. 3). Nevertheless, our
effort is to understand and use the law effective-
ly in making business decisions.

Sport professionals have been forced to move
to the other side of the copyright table. And the
question is, how can one obtain protection for
intellectual property products produced by our
business? Title 17 of the Copyright Act, Section
102,
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(a) states, “Copyright protection sub-
SIStS........ in original works of authorship fixed in
any tangible medium of expression, now known
or later developed, from which they can be per-
ceived, reproduced, or otherwise communicated,
either directly or with the aid of a machine or
device. Works of authorship include the follow-
ing categories:

(1) literary works;

(2) musical works, including any accompa-
nying words;

(3) dramatic works, including any accompa-
nying music;

(4) pantomimes and choreographic works;
(5) pictorial, graphic, and sculptural works;
(6) motion pictures and other audiovisual
works; and

(7) sound recordings.

(b) In no case does copyright protection for
an original work of authorship extend to any
ideas, procedures, process, system, method of
operation, concept, principle, or discovery,
regardless of the form in which it is described,
explained, illustrated, or embodied in such
work.” (17 USC 102 [a] and [b])

A copyright protects works; it does not pro-
tect ideas. Two requirements are essential for a
work to be protected under copyright law: origi-
nality and fixation. The work must be original
(or a first) and it must be fixed (or in print). A
product, not protected by copyright, or an idea
that is not fixed, is in the public domain and is
available for anyone to use without permission.

Section 196 of the Copyright Act enables the
owner of the copyright to make copies, authorize
others to make copies; create derivative works;
and perform or display works. Assignment or
licensing of a copyright to a party for royalty is a
privilege of the copyright owner. In addition to
the specifics of the copyright law, these agree-
ments are to satisfy basic contract law require-
ments. A copyright owner who wants to sue
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under infringement (someone has unlawfully
copied the owner’s materials) must have a regis-
tered copyright as the statute notes that the, “cer-
tificate of registration is prima facia evidence that
the copyright is valid” (17 USCA 410[c], 1992).
Registration for a copyright is accomplished by
completing an application form, paying a fee,
and depositing two copies of the work to the
Copyright Office of the Library of Congress (17
USCA 408, 409, 1992). (For more detail on
copyright law see Battle, 1997, Clement, 1998,
209-211, Moiseichik, 1994.)

The consumer of copyright products, under
the Fair Use Doctrine, may reproduce materials
for the purpose of criticism, comment, news
reporting, teaching, scholarship, or research
without liability for infringement (17 USC 107).
The Fair Use Doctrine is highly specific and
should be carefully reviewed before one engages
in the above practices. Remedies for court-
determined infringements include injunctive
relief (the stopping of the activity of the
infringer) and statutory and/or compensatory
(monetary) damages.

Changes in Copyright Law

Among recent changes in the Copyright
law are the Sonny Bono Copyright Term
Extension Fairness in Music Licensing Act of
1998; the Digital Millennium Copyright Act of
1998; and Treaties under the General Agreement
on Tariffs and Trade ( GATT) and the World
Intellectual Property Organization (WIPO).
Many of the changes have been made in
response to issues about the ownership of data-
bases and on-line commerce. Other questions
address the rights of individuals to their image
and/or status and the value placed on an athlete’s
unique performance. Persons violating the copy-
right of the property of others are held to a stan-
dard of “absolute liability.” “Such liability is
described as ‘absolute’ because the copyright
owner can receive both injunctive relief and mon-
etary damages, whether or not the person violat-
ing such rights did so intentionally or accidental-
ly” (Radcliffe, 1999, C16).



The Sonny Bono Copyright Term Extension
Fairness in Music Licensing Act of 1998, signed
by President Clinton on October 27, 1998, adds
twenty years to the existing terms of a copyright.
Since 1978, copyrights have been for the life of
the author plus 50 years. This has now been
extended to 70 years beyond the life of the
author. Works made for hire or commissioned by
an employer are now protected for 95 years fol-
lowing publication or 120 years after they were
created. An amendment to this Act, called the
Sensenbrenner Amendment, provides an exemp-
tion permitting protected music to be played,
without royalty, in restaurants and malls. This
amendment could apply to background music in
health spas; however, it will not excuse royalty
payments for exercise music.

Eldred v. Reno is a complaint that has been
filed in the United States District Court for the
District of Columbia challenging the constitu-
tionality of the Sonny Bono Act or the Copyright
Term Extension Act of 1998 (CTEA) using the
free speech and press clause of the First
Amendment. Eric Eldred, a computer program-
mer, owns a company that puts literary works in
the public domain on the internet. He was
preparing to post works created in 1923 on the
internet when the Copyright Term Extension Act
and the No Electric Theft Acts were created. The
latter Act makes it a criminal offense to copy
materials valued over $1,000. Eldred’s suitis on
the changes in the copyright law and his consti-
tutional right to freedom of expression (Article
1, section 8). Action on this case is pending.
Persons producing books and other items pos-
sessing historical value in sport should be cog-
nizant of these changes.

The Digital Millennium Copyright Act of
1998 provides a structure or legal framework for
the distribution and control of internet content.
This is a water-marking process based on cryp-
tography that will encode data about the author
on each product produced. Liability of internet
users has not been tested in the courts because
the technology is new; however, it appears that

the technology presents many concerns, includ-
ing third-party liabilities, created through linkage
among internet parties. For example, an article
that has not received proper copyright permis-
sion, appearing on a website and accessed by a
person on a second website will cause the owners
of both websites to be held for copyright viola-
tions. This Act provides safeguards to both copy-
right and website owners. Another feature of the
Digital Millennium Act is that it puts United
States copyright law in better conformity with
international copyright law.

On the international scene the treaties of the
General Agreement on Tariffs and Trade (GATT)
and World Intellectual Property Organization
(WIPO) have had an impact on domestic copy-
right law. GATT is an agreement among member
countries to adhere to minimum standards while
the treaty of WIPO, made in Geneva, concen-
trates on the topic of online communication.

Court Decisions

In Tasini v. New York Times Co. (1997), six
freelance writers for the New York Times,
Newsday, and Sports Illustrated sued stating that
their articles, sold for publication within the
respective magazines, did not include permission
for copy into the Mead Corporation NEXIS data-
base. The plaintiffs saw their rights in the fol-
lowing from 17 U. S. C. 201 (c¢):

“Copyright in each separate contribution to a
collective work is distinct from copyright in the
collective work as a whole, and vests initially in
the author of the contribution. In the absence of
an express transfer of the copyright or of any
rights under it, the owner of copyright in the col-
lective work is presumed to have acquired only
the privilege of reproducing and distributing the
contribution, as part of that particular collective
work, any revision of that collective work, and
any later collective work in the same series” (p.
809).

The question before the court was whether a
legal transfer of copyright from author to maga-
zine publisher included electronic production.
The United States District Court, Southern
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District of New York, held that the publisher
could transfer the freelance writers’ materials to
an electronic media without each writer’s per-
mission.

The four plaintiffs in Ryan (Ryan, et al. v.
Carl Corp., et al., 1998) found the court’s inter-
pretation of 201 (c) to be the reverse of the deci-
sion in Tasini. The plaintiffs in Ryan are authors
of works published in magazines and profession-
al journals. UnCover, a document retrieval and
delivery company, owned by Carl Corporation,
copied and delivered the articles to third parties.
UnCover paid copyright fees to the publishers of
the magazines and journals; no fees were paid to
the authors. The plaintiffs claimed, “that their
copyrights in the individual articles were thereby
violated” (p. 1147).

“Under plaintiffs’ reading of the statute,
moreover, the only thing made clear is that the
publishers of a collected work do not have the
right to reproduce individual contributions. But
who does? The natural conclusion is that the
right of reproduction must belong to the authors.
Such a decision, although perhaps more in line
with the purposes of section 201 (¢), is not much
more equitable. In many other cases, the value
added by the publisher to a reproduced article is
significant. Where the collected work is a peer-
reviewed academic journal, the article gains
intellectual credibility from having been selected
and approved by the publisher. To be useful to
future researchers, the article must be cited
according to its location in the publisher’s jour-
nal. In some magazines, the publisher’s addition
of illustrations adds substantially to the value of
the article” (p. 1150).

A major difference between the two cases
was that Tasini challenged the data base used in
selling the authors’ products to others while Ryan
challenged the company’s system of sending
people to libraries to photocopy materials for
sale.

Statutory damages, as automatic recovery
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under copyright law, was the issue in Feltner v.
Columbia Pictures Television, Inc. (1998).
Under the Copyright Act 504(c) a court can
award between $500 and $20,000 for each copy-
right infringement. Mr. Feltner’s company
acquired three television stations in the United
States and obtained licenses from Columbia
Pictures Television, Inc. for several series for
these stations. Feltner became delinquent in roy-
alty payments but he continued to use the pro-
grams.

Columbia sued Feltner in federal court alleg-
ing copyright infringement for the unauthorized
broadcasting of the programs. A number of
claims were made; eventually only the copyright
claim remained. Columbia asked for statutory
damages. Feltner requested a jury trial. The
District Court denied the request. They found
that Feltner had 440 acts of infringement, that the
acts were wilful and therefore should be assessed
at $20,000 each for a total of $8,800,000. The
Ninth Circuit affirmed the District Court’s deci-
sion, holding that neither the Copyright Act or
the Seventh Amendment to the United States
Constitution provided a right to a jury trial for
statutory damages. The United States Supreme
Court ruled that the Copyright Act did not pro-
vide for a jury trial on damages but that the
Seventh Amendment to the Constitution did pro-
vide for a jury trial.

O P Solutions v. Intellectual Property
Network LED (1999), another software case, is
instructive to professionals in sport and physical
activity contemplating the copyrighting of coach-
ing strategies and systems of play. O P Solutions
alleged that Intellectual Property Network LED
was copying their protected legal software. Over
one hundred and sixty similarities were found
between the two processes. At issue was screen
displays and user interfaces. Under copyright
standards, O P Solutions had to have a valid
copyright and the copied elements of the work
had to be original. O P Solutions had a valid
copyright for the computer program. The one
hundred and sixty commonalities satisfied the



standard that the material was copied.
Intellectual Property Network LED said the pro-
gram was not original or creative. The court held
for O P Solutions finding that it’s software was
original.

Copyright was the subject of sport court
cases and law review articles involving television
rights (National Football League v. PrimeTime
24 Joint Venture [1999], National Football
League v. SJS of WNY, Inc., et al. [1998]); unau-
thorized use of plaintiff’s copyrighted work
(Curtis  v.  Benson  [1997], Monster
Communications, Inc. v. Turner Broadcasting
System, Inc., et al. [1996]); and the performance
of athletes (National Basketball Association, et
al. v. Motorola and Sports Team Analysis and
Tracking Systems, Inc. [1997, 1996], Baltimore
Orioles v. Major League Baseball Players
Association [1986]) Griffith [1998], Kunstadt
[1995], and Smith [1997]).

Television Rights

Television rights or specifically the right to
broadcast a professional football game, was the
topic of National Football League v. PrimeTime
24 Joint Venture (1999) and National Football
League v. SJS of WNY, Inc. (1998). In
PrimeTime, the NFL alleged that the defendant
captured air broadcast signals in the United
States and transmitted them to Canadian net-
works. PrimeTime admitted to the process used
but argued that it’s use of satellites in the trans-
mission did not violate the copyright law. The
court found for the NFL saying that the United
States copyright law was appropriate to the facts
and that PrimeTime was in violation of the
Copyright Act.

The National Football League sued SJS of
WNY, Inc., doing business as Boulevard
Entertainment Sports Complex, for illegal inter-
cepting and playing for paid customers a telecast
of a November, 1996 game between the Buffalo
Bills and the Cincinnati Bengals. SJS was in vio-
lation of the Copyright and the Federal
Communications Act of 1934 because the game
was “blacked-out” in the Boulevard area. SJS

was ordered by the court to pay $10,000 in statu-
tory damages.

Unauthorized Use of Copyrighted
Works

Curtis brought an action against Benson and
the New Orleans Saints Limited Partnership
alleging that Benson and associates illegally used
his architectural drawings to renovate the New
Orleans Superdome. Curtis was the original
architect for the Superdome. The copyright
infringement claim was, “that since March, 1992,
and continuing monthly during 1995 and 1996,
and particularly in July 1995, defendants repro-
duced, distributed, promoted and used Curtis’s
work product for substantial additions and capi-
tal improvements to the Louisiana Superdome
without his permission to do so and that defen-
dants continue to pass off the design of the capi-
tal improvements of the Superdome as their own,
in violation of federal copyright law” (p. 5).
Parts of the case were settled and other parts,
including the copyright infringement, were active
for the future.  This case and the confusion
around ownership of architectural drawings is
one of interest to risk managers involved in the
construction and upgrading of sport facilities.

Monster Communications, Inc. had achieved
success and envisioned further commercial
opportunities with a film of Mohammed Ali’s
(Cassius Clay) 1974 heavy weight title fight with

George Foreman in Zaire. Monster became
concerned when they learned of a documentary
on Ali containing film footage from the Monster
film that was about to be premiered on Turner
Network Television. (Monster Communications,
Inc. v. Turner Broadcasting Systems, Inc., et al.,
1996). Monster claimed copyright infringement
and asked the United States District Court for the
Southern District of New York for, “a temporary
restraining order and preliminary injunction
restraining Turner from exhibiting or distributing
any of the Zaire footage allegedly owned by
plaintiff, relief which would preclude the broad-
cast of Story in it’s present form” (p. 491). The
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motion was denied. At issue was Monster’s
claim to copyright protection for the contents of
it’s film as well as the underline footage or film
acquired but not used. Turner quickly edited out
film that was obviously protected and part of the
original film. However, they refused to accept a
violation of copyright infringement for any of the
film that had not been a part of Monster’s pres-
entation. The court agreed with Turner in this
matter stating that this portion of the film was
under the “fair use” component of the copyright
law.

Performance of Athletes

The National Basketball Association and
NBA Properties, Inc. brought an action against
Motorola, Inc. alleging copyright infringement,
misappropriation, false advertising and false des-
ignation of origin under the Lanham Act. The
NBA became aware of a handheld pager, “Sport
Trax” sold by Motorola. The pager, “has an inch-
and-a-half by inch-and-a-half screen and oper-
ates in four basic modes: current, statistics, final
scores and demonstration” (p. 843). In the cur-
rent mode the pager provides the following infor-
mation on NBA games in progress: “(i) the
teams playing; (i1) score changes; (iii) the team in
possession of the ball; (iv) whether the team is in
the free-throw bonus; (v) the quarter of the game;
and (vi) time remaining in the quarter” (p. 843).

Six claims were stated in the NBA complaint:
“(1) state law unfair competition by misappropri-
ation; (i1) false advertising under Section 43(a) of
the Lanham Act, 15 USC s1125(a); (ii1) false
representation of origin under Section 43(a) of
the Lanham Act; (iv) state and common law
unfair competition by false advertising and false
designation of origin; (v) federal copyright
infringement and (vi) unlawful interception of
communications under the Communications Act
of 1934, 47 USC Section 605. Motorola’s coun-
terclaim was that the NBA unlawfully interfered
with Motorola’s contractual relations with four
individual NBA teams that had agreed to sponsor
and advertise Sport Trax” (p. 844). A permanent
injunction was awarded the NBA and NBA
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Properties, Inc. Motorola appealed. The issue on
appeal was whether state law misappropriation
claims were preempted by the Copyright Act.

Congress passed legislation in 1976 that pro-
vided copyright protection to recorded broad-
casts of live performances, including sporting
events. The court noted the following: “(i) a
plaintiff generates or gathers information at a
cost; (i) the information is time-sensitive; (iii) a
defendant’s use of the information constitutes
free-riding on the plaintiff’s efforts; (iv) the
defendant is in direct competition with a product
or service offered by the plaintiffs; and (v) the
ability of other parties to free-ride on the efforts
of the plaintiff or others would so reduce the
incentive to produce the product or service that
its existence or quality would be substantially
threatened” (p. 845). Sport Trax did not meet
the test. The court decided that the, “underlying
basketball games did not fall within the subject
matter of federal copyright protection because
they did not constitute original works of author-
ship” (p. 845). They stated that, “athletic events
are competitive and have no underlying script”
(p. 845). It would appear that this court used a
very narrow analysis of sport including only
“open sport” and concluded that only the tape of
a game could have copyright privileges.

The United States Court of Appeals, Second
Circuit, argued that the handheld pager provided
factual information that could not be protected by
copyright. They stated, “we vacate the injunction
entered by the district court and order the NBA’s
claim for misappropriation be dismissed. We
affirm the district court’s dismissal of the NBA
claim for false advertising under Section 43(a) of
the Lanham Act” (p. 855).

While the rights of athletes, coaches, univer-
sities, and professional teams to the films, tapes,
and broadcasts of sporting events is widely liti-
gated, there are many references and a fairly
wide range of agreement on such topics. The
property rights of athletes, coaches, universities,
and professional teams to drills, strategies, and
specific skill patterns of individual and group



participants is unclear. Could original strategies
used to win football and other games by a uni-
versity be placed under copyright or patent and
licensed to consumers by a university as an inno-
vation of the chemistry department could be
marketed to the drug industry?

One of the first issues is the rights among the
various sports participants mentioned above. In
Baltimore Orioles, Inc., et al. v. Major League
Baseball Players Association (1986), the topic of
the rights of the athlete to ownership of game
films was litigated. The District Court granted
the club the right to the films under copyright
law, a work for hire. The United States Court of
Appeals for the Seventh Circuit affirmed the
lower court’s decision. The Baltimore Orioles
decision is important as it was the first time a
court recognized a right of copyright in an ath-
lete’s performance

Three law review articles (Griffith, 1998;
Kunstadt et al., 1996; and Smith, 1999) suggest
that athletes, coaches, club owners, and others
may have both copyright and patent opportuni-
ties within the sport sequences, plays, and player
performance. Griffith (1998) argues that routine-
orientated athletic performance can be examined
in the context of the Copyright Act’s components
of fixation, originality and creativity (p. 675).

Griffith (1998), ignoring the recognized sport
specialist’s method of analysis of human move-
ment as open and closed environments, builds a
case for copyright for closed sport environments.
The open/closed system of classifying human
movement, “was devised by Poulton (1957) and
refined by Knapp (1963) and Robb (1972). It is
based upon the performer’s response to factors
operating in the movement environment. Closed
movements are planned sequences of movement
repeated in the same manner every time. They
are predetermined routines. Open movements
are movements executed in response to the
movement of others. They are used to react to
the movement of others. Performers in open
movement know many different movements and
strategies; they do not, however, know the actual

movement that they will execute in any event
until the opponents begin to make their plays.
Gymnastics, figure skating, and archery repre-
sent closed movements; basketball, fencing, and
tennis favor open movements” (Clement &
Hartman, 1994, p. 21). Synchronized swimming,
gymnastics, skating, and dance routines can and
should receive copyright protection. Under
recent patent court decisions discussed later, they
may receive patent protection.

Griffith  (1998) points  out  that,
“Developments in technology have also made the
sports industry a business in which economic
incentives to excel conflict with personal motiva-
tions to be creative. The moral and personal
motivation involved in sport may ensure continu-
al involvement, even as the economic incentives
increase the desire to copy the works of others.
But the economics prevalent in the industry today
have made protection of the athlete’s creations
essential. The competitive edge has always been
a part of athletics, but modern technology has
made copying easier. For example, young
skaters with the available means may be able to
examine a videotape of Oksana Baiul’s gold
medal performance from the 1994 Lillehammer
Olympics—a program full of both artistic and
technical merit. Frame by frame, one can break
down the routine and eventually replicate the per-
formance for one’s own competitive success” (p.
681). His thesis is that most professionals in
sport and physical activity are ignoring a call for
copyright protection for much of what is done on
a daily basis.

Patent Law
Traditionally, patent law in sport was asso-
ciated with athletic equipment. Recent litigation
and changes in the law of patents prompted by
new technology has opened the door to a range of
sport interests. In the next twenty to thirty years,
sport and physical activity specialists will wit-
ness the patenting of events, skills, techniques,

and strategies.
A patent is a legal right, issued by the United
States government, available through the Patent
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Trademark Office only to the inventor, with lim-
ited exception, to exclude all others from mak-
ing, using, or selling an invention. Under section
101 of the Patent Act the subject matter to be
patented is, “any new and useful process,
machine, article of manufacture, or composition
of matter, or any new and useful improvement
thereof” (35 U. S. C. 101). Battle (1997) states
that, “the classes of subject matter include prac-
tically every thing made by man and the process-
es for making them” (p. 10). Patents are grant-
ed to the creator for a period of twenty years.

Infringement occurs when one, “without
authority makes, uses, offers to sell, or sells any
patented invention, within the United States or
imports into the United States any patented
invention during the terms of the patent therefor,
infringes the patent” (35 USC 271[a]).
Infringement is found only when a prohibited act
occurs; threatening such an act is not an infringe-
ment. In analyzing a patent infringement, infor-
mation from the patent certificate describing the
original product is compared with the alleged
infringing product. Care needs to be taken in
fully describing the product on the patent appli-
cation. Creating an accurate patent application is
far more difficult than merely appending the
product in a copyright application.

Court Decisions

Example of the application of patent law to
sport are found in Nike v. Wal-Mart Stores, Inc.,
et al. (1996) and Antonious v. Spalding &
Evenflo Companies, et al. (1999). Nike held a
U. S. Patent for the sale of a number of shoes
including “Tucson”, the alleged infringing shoe.
They brought suit against Wal-Mart and Hawe
Yue, Inc. (HYI) for infringement of the Nike
shoe design. The court found the patent to be
valid and that it had been infringed. The shoe
was copied. Significant to the awarding of dam-
ages was whether the patent infringement was
wilful, the extent of the profit loss to the patent
holder, and the extent of tax liability involved.

Evidence showed that Wal-Mart was not
aware of Nike’s patent on the shoe design.
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Further, “no persuasive evidence that the defen-
dants intentionally copied the Nike product was
found” (p. 5). The court found that Wal-Mart
had not wilfully infringed the Nike patent. Wal-
Mart’s profit on the shoe was calculated to be
$5,659,588. HYI profit was $372,153. The court
stated that, “The total profits allowed here will
not be reduced by income tax paid on those prof-
its” (p. 14).  Thus, judgment for Nike was
$5,659,588. against Wal-Mart and $372,153
against Hawe Yue, Inc. The plaintiff’s injunction
against further distribution or sale of the shoe
was granted.

Anthony John Antonious held a patent for an
iron-type golf club head; the, “club head design
incorporated a cavity back bar weight mass con-
figuration that is described as increasing golf
club performance during a golf swing” (p. 2).
Antonious sued Spalding alleging that Spalding’s
Top-Flite Tour and Tour Edition irons infringed
his patents. The infringement analysis involved
determining the scope of the patent claims that
were believed to be infringed and comparing the
device accused of infringement with the patented
device. The district court found that Spalding
had not infringed Antonious’ patent and that
Antonious’ design patent was invalid. The
United States Court of Appeals for the Federal
Circuit affirmed the District Court’s noninfringe-
ment decision in favor of Spalding. The higher
court reversed the District Court’s decision find-
ing Antonious’ design patent valid.

Changes in the Law

Recent cases impacting patent law are State
Street Bank & Trust Co. v. Signature Financial
Group, Inc. (1998), Dickinson v. Zurko, et al.
(1999) and Pfaff v. Wells Electronic Inc. (1998).
State Street Bank & Trust Co. and Dickinson
broadened the scope of potential patent protec-
tion; Pfaff influenced the concept of timing in
appropriate filing.

Signature Financial Group, Inc. was the
assignee of a patent called Data Processing
System for Hub and Spoke Financial Services
Configuration. The patent was a, “data process-



ing system (the system) for implementing an
investment structure which was developed for
use in Signature’s business as an administrator
and accounting agent for mutual funds........ the
system........ facilitates a structure whereby mutu-
al funds (Spokes) pooled their assets in an invest-
ment portfolio (Hub) organized as a partnership.
The investment configuration provides the
administrator of a mutual fund with the advanta-
geous combination of economics of scale in
administering investments couple with the tax
advantages of a partnership” (p. 1370).

The system has six machine clauses and six
methods clauses, most premised on arithmetic
and logic. It is a method of doing business.
Under Section 101 of the patent law an invention
to be patentable must be a, “process, machine,
manufacture, or composition of matter, or
any........ improvement thereof” (35 U. S. C. 101).
Under section 100(b) process includes an art or a
method. State Street negotiated with Signature
to obtain a license to use the Hub and Spoke
database. When negotiations broke down State
Street  brought a judgment action against
Signature alleging, “invalidity, unenforceability,
and noninfringement in Massachusetts District
Court and then filed a motion for partial summa-
1y judgment of patent invalidity for failing to
claim statutory subject matter” (p. 1370).
Motion was granted; Signature appealed.

Through the years the Supreme Court has
identified three categories of inventions that are
unpatentable: laws of nature, natural phenomena
and abstract ideas. The question in State Street
Bank & Trust was whether the Hub and Spoke
Financial Process Configuration was patentable.
The United States District Court for the District
of Massachusetts said no; the process was an
idea. The United States Court of Appeals, in
reversing the District Court’s decision held, “that
the transformation of data, representing discrete
dollar amounts, by a machine through a series of
mathematical calculations into a final share
price, constitutes a practical application of a
mathematical algorithm, formula, or calculation,

because it produces ‘a useful, concrete and tangi-
ble result’ —a final share price momentarily
fixed for recording and reporting purposes and
even accepted and relied upon by regulatory
authorities and in subsequent trades” (p. 1373).
This decision is believed to make it easier to
patent software (Aquino, 1999). It may, in fact,
open the doors to patents in new and unique
business processes.

Zurko, et al. applied for a patent for a
method to increase computer security. The appli-
cation was denied with the patent examiner con-
cluding that Zurko’s, “method was obvious in
light of prior art” (p. 1818). The Supreme Court
of the United States reversed the lower court’s
decision asking that the established guidelines be
used in decision making; the court’s finding was
that the guidelines had not been used consistent-
ly. The case was reversed and remanded back to
the earlier court for proceedings.

Pfaff, an inventor, was invited by Texas
Instruments to design a computer socket. Prior to
April 1981 he designed the computer chip sock-
et, sent a drawing of the invention to his manu-
facturer and to Texas Instruments who placed an
order for the invention. The product was deliv-
ered in July of 1981. Pfaff applied for a patent on
the product in April of 1982. He then became
aware that Wells Electronics, Inc. was manufac-
turing and selling a product that contained six of
his patent claims. After losing an infringement
action against Wells Electronics he brought a suit
against the Company.

The District Court of the Northern District of
Texas, Dallas Division, found four of the six
infringement claims to be valid and two to be
invalid because they could be anticipated from
the prior art. The Court of Appeals reversed the
District Court’s decision saying that Pfaff failed
to file the patent application within one year of
the invention. The question was whether the
drawing or an actual product or a reduction to
practice was the invention. The Court of Appeals
ruled that the drawing was the invention and that
the patent application was late. They concluded
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that Section 102(b) of the Patent Law’s, “1 - year
period began to run when the invention was
offered for sale commercially, not when it was
reduced to practice” (p. 306). The Supreme
Court affirmed the decision of the Court of
Appeals, thus putting the world on notice that
patent applications must be filed as soon as the
inventor is ready to market and/or sell the prod-
uct. This is true even if the product has not been
field tested or reduced to practice.

Copyright/Patent and Sport/Physical
Activity

Robert Kunstadt, a partner in New York’s
Pennie & Edmonds, a firm that represents the
National Basketball Association, United States
Tennis Association, and the United States
Olympic Committee on intellectual property
matters suggested in a National Law Review arti-
cle that slam - dunks, golf swings and other
unique sport movements could be protected
under copyright, trademark or patent law.
Kunstadt recognizes that athletic equipment has
received considerable patent protection; he
argues that sports moves should receive the same
level of protection (Kunstadt, 1996, C3). A sport
patent would be required to not only meet the
standard of a process, machine, manufacturer, or
composite of matter it must be novel, non-obvi-
ous, and useful. Beyond existing sport and exer-
cise equipment patents, protection for process,
for example, for training baseball pitchers,
enhancing energy metabolism for athletes and
methods of preparing golfers could be acquired
(Smith, 1999, p. 1068 ).

Copyrights are essential to the production of
sport for television and the internet. Those pro-
tections have been strengthened by legislation
extending copyright time periods and enabling
products to carry the copyright imbedded in the
product. Curtis’ exercise of his copyright protec-
tion of the architectural drawings of the New
Orleans Superdome is an example of the direc-
tion of copyright in sport. Athletes’ rights to
films, sport skill sequences, plays, and perform-
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ance are valid under copyright law; some are
expected to meet the tenants of patent protection.

Patents for sport apparel and equipment are
routine business. The recent delineation of
process, defined as method or (set of proce-
dures), and congressional legislation addressing
that area suggests that sport skill performance
and game strategy could, in the near future,
receive patent protection as business methods.

Buried within this discussion of copyright
and patent law are some highly significant find-
ings for the professional engaged in sport and
physical activity. Will changes in the laws enable
sport specialists to gain protection, either copy-
right or patent, for unique sport skills and strate-
gies? Will unique and outstanding athletes place
patent or copyrights on their running, kicking,
and passing forms? Should coaches obtain pro-
tection for strategies and later license them to
others for a fee.

Seldom in the history of our profession has
such an opportunity been presented. The notion
of obtaining copyright and patent protection
needs to be shared with physiologists, biomech-
anists, trainers, coaches, and others. We may
now be joining the biology and chemistry depart-
ments, where patents and licenses for substantial
monetary rewards are possible.
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